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DETAILED ACTION 



Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

1. Claim 20 recites the limitation "the key" in line 10. There is insufficient 
antecedent basis for this limitation in the claim. 

2. Claims 32 and 33 recite the limitation "the light source". There is insufficient 
antecedent basis for this limitation in the claim. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 1-4, 6-9, 12-14, 16, 18, 20-24 and 27-34 are rejected under 35 U.S.C. 
103(a) as being unpatentable over Sakayori et al. Japanese Patent Publication No. 5- 
22428 in view of Fachalos US 4,351,986 and further in view of Morgenthaler US 
6,310,609. 
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3.1 Regarding claim 1 , Sakayori discloses a multifunction telephone 1 connecting to 
a PBX 7 in figure 1 , comprising: 

a housing (a telephone set inherently has a housing); 

a dialing interface (such a PC board with electronic circuits) mounted in the 
housing for communicating with an interface 9 in PBX 7 (para. 0015); and 

a voice message alert and retrieval device, comprising a message retrieval key 
4, and a message indicator 3 associated with the message retrieval key 4, the 
messaging indicator 3 is activated by a voice messaging system (call management 
interface) in PBX 7 when a voice message for the multifunction telephone 1 is received, 
and when a user of multifunction telephone 1 presses the message retrieval key 4, the 
voice message is played to the user (para. 0014 - 0016). 

Sakayori teaches a multifunction telephone but fails to explicitly teach that the 
multifunction telephone has a plurality of dialing keys apart from the message retrieval 
key. Sakayori also fails to teach that the message indicator 3 is located underneath the 
associated message retrieval key 4. 

However, Fechalos discloses a telephone in figure 2 with a plurality of function 
keys (push button switches) 1-8 with associated indicators LED 1 to LED 8 apart from a 
plurality of dialing keys 15. Fechalos teaches that instead of placing an indicator next to 
its associated key (switch), the indicator may also be placed beneath its associated 
translucent key (column 10, lines 36-49). 

In addition, Morgenthaler discloses a telephone in figure 1 . Morgenthaler 
teaches: "Identification of appropriate keys is achieved using a light source which is 
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mounted beneath each translucent key so that when the light source is illuminated, the 
key associated with that light source will be identified to the user." (Abstract). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify the Sakayori reference with the teachings of 
Fechalos and Morgenthaler, so that the multifunction telephone would have a plurality of 
dialing keys apart from the message retrieval key 4, and the message indicator 3 would 
have been located underneath its associated translucent (distinct visual impression 
compared to its adjoining keys) message retrieval key 4. The motivation for this 
modification was to enable a user to use plurality of dialing keys to make an outgoing 
call, and was to identify the message key to a user as taught by Morgenthaler. 

3.2 Regarding claim 2-4, Sakayori teaches pressing a message retrieval key 4 to 
retrieve voice messages form PBX 7, but fails to teach pressing the message key 4 
generates a series of predetermined dialing digits. 

However, Fechalos further teaches that pressing one of the function keys SW1 - 
SW 1 1 generates a series of predetermined digits, including speed dialing (column 7, 
lines 1-68). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to further modify the Sakayori reference with the teachings 
of Fechalos, so that press the lighted message retrieval key 4 would have generates a 
predetermined series dialing digits, such the extension number of the voice messaging 
system. The motivation for this modification was to clarify how the Sakayori's reference 
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was able to access the voice messaging system, such as to program the message key 
4 as a speed dialing key. 

3.3 Regarding claim 6, the dialing keys of the modified multifunction telephone 1 are 
pushing buttons which inherently produce DTMF. 

3.4 Regarding claim 7, Sakayori teaches connecting multifunction telephone 1 to 
interface 9 of PBX 7 by a telephone line 14 (figure 1 ). 

3.5 Regarding claim 8, choosing different sizes with changing functionality would 
have been a design choice (see MPEP 2144.04 section IV, paragraph A and B, and 
MPEP 4144.06). 

3.6 Regarding claim 9, Sakayori teaches a push button (touch sensitive) message 
retrieval key 4 (Sakayori, para. 0015). 

3.7 Regarding claim 12, as discussed in claim 1, the messaging lamp 3 of the 
modified Sakayori reference is located directly beneath the message retrieval key 4. 

3.8 Regarding claim 13, the modified Sakayori reference, the message indicator can 
be a LED (Fechalos, column 10, lines 36-49). 
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3.9 Regarding claim 14, as discussed in claim 1 , the messaging indicator 3 of the 
modified Sakayori reference is located directly beneath the message retrieval key 4. 

3.10 Regarding claim 1 6, the modified Sakayori teaches that message indicator, 
which can be a LED as taught by Fechalos, but fails to teach that the indicator 
comprises a matrix display (multiple LEDs). 

However, it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to further modify the Sakayori's reference so that multiple LEDs 
would have replace a single LED, because substitute multiple LEDs for a single LED 
would have been a matter of design choice (see MPEP 2144.06, Substitute Equivalents 
Known For Same Purpose). 

3.1 1 Regarding claim 18, Sakayori discloses a multifunction telephone 1 connecting to 
a PBX 7 in figure 1 , comprising: 

a housing (a telephone set inherently has a housing) having a connection for a 
telephone cord 14; 

a dialing interface (such as a PC board with electronic circuits) mounted in the 
housing for communicating with an interface 9 in PBX 7 (figure 1; para. 0015); 

a transceiver (by inherency, e.g. a telephone is able to transmit and receive voice 
signals) for communicating with PBX 7; 

a voice message alert and retrieval device integrated in the housing, comprising 
a message retrieval key 4, and a message indicator 3, the messaging indicator 3 is 
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activated by a voice messaging system (call management interface) in PBX 7 when a 
voice message for the multifunction telephone 1 is received (para. 0014) (The signal for 
activating the message lamp inherently is received through the transceiver); 

a transmitter (handset microphone and its amplifier) attached to the housing and 
electrically connected to the transceiver; and 

a receiver (handset earpiece/speaker) attached to the housing and electrically 
connected to the transceiver, wherein, a single action (pressing) of the message 
retrieval key 4 caused the voice message to be played to the user through the 
receiver/speaker (para. 0015, 0016). 

Sakayori teaches a multifunction telephone but fails to explicitly teach that the 
multifunction telephone has a plurality of dialing keys apart from the message retrieval 
key 4. Sakayori also fails to teach that the message indicator 3 is located underneath 
the associated message retrieval key 4. 

However, Fechalos discloses a telephone in figure 2 with a plurality of function 
keys (push button switches) 1-8 with associated indicators LED 1 to LED 8 apart from a 
plurality of dialing keys 1 5. Fechalos teaches that instead of placing an indicator next to 
its associated key (switch), the indicator may also be placed beneath its associated 
translucent key (column 10, lines 36-49). 

In addition, Morgenthaler discloses a telephone in figure 1 . Morgenthaler 
teaches: "Identification of appropriate keys is achieved using a light source which is 
mounted beneath each translucent key so that when the light source is illuminated, the 
key associated with that light source will be identified to the user." (Abstract). 
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Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify the Sakayori reference with the teachings of 
Fechalos and Morgenthaler, so that the multifunction telephone would have a plurality of 
dialing keys apart from the message retrieval key 4, and the message indicator 3 would 
have been located underneath its associated translucent (distinct visual impression 
compared to its adjoining keys) message retrieval key 4. The motivation for this 
modification was to enable a user to use the plurality of dialing keys to make an 
outgoing call, and was to identify the message key to a user as taught by Morgenthaler. 
And choosing different shapes between the message key 4 and the plurality of dialing 
keys would have been a matter of design choice (see MPEP 2144.04 section IV, 
paragraph B). 

3.12 Regarding claim 19, Sakayori discloses a multifunction telephone 1 connecting to 
a PBX 7 in figure 1 , comprising: 

a message indicator 3 (message waiting light) 3; and 

a message retrieval key 4 (first key), and when a user of multifunction telephone 
1 presses the message retrieval key 4, the voice message(s) is played to the user 
through the telephone (para. 0014, 0015, 0016). 

Sakayori teaches a multifunction telephone but fails to explicitly teach that the 
multifunction telephone has a plurality of dialing keys apart from the message retrieval 
key 4. Sakayori also fails to teach that the message indicator 3 is located underneath 
the associated message retrieval key 4. 
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However, Fechalos discloses a telephone in figure 2 with a plurality of function 
keys (push button switches) 1-8 with associated indicators LED 1 to LED 8 apart from a 
plurality of dialing keys 1 5. Fechalos teaches that instead of placing an indicator next to 
its associated key (switch), the indicator may also be placed beneath its associated 
translucent key (column 10, lines 36-49). 

In addition, Morgenthaler discloses a telephone in figure 1. Morgenthaler 
teaches: "Identification of appropriate keys is achieved using a light source which is 
mounted beneath each translucent key so that when the light source is illuminated, the 
key associated with that light source will be identified to the user." (Abstract). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify the Sakayori reference with the teachings of 
Fechalos and Morgenthaler, so that the multifunction telephone would have a plurality of 
dialing keys apart from the message retrieval key 4, and the message indicator 3 would 
have been located underneath its associated translucent (distinct visual impression 
compared to its adjoining keys) message retrieval key 4. The motivation for this 
modification was to enable a user to use the plurality of dialing keys to make an 
outgoing call, and was to identify the message key to a user as taught by Morgenthaler. 
And choosing different sizes and shapes between the message key 4 and the plurality 
of dialing keys would have been a matter of design choice (see MPEP 2144.04 section 
IV, paragraph A and B). 
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3.13 Regarding claim 20, Sakayori discloses a multifunction telephone 1 connecting to 
a PBX 7 in figure 1 , comprising: 

a message indicator 3 (message waiting light) 3; 

a message retrieval key 4; and 

a speaker (a telephone inherently has a speaker, either a built-in speaker for 
speakerphone operation, or the earpiece in a handset), wherein said message lamp is 
activated by a voice messaging system in PBX 7 when a voice message for the 
multifunction telephone 1 is received, and when a user of multifunction telephone 1 
presses the message retrieval key 4, message(s) is played to the user through the 
speaker (para. 0014, 0015, 0016). 

Sakayori teaches a multifunction telephone but fails to explicitly teach that the 
multifunction telephone has a plurality of dialing keys apart from the message retrieval 
key 4. Sakayori also fails to teach that the message indicator 3 is located underneath 
the associated message retrieval key 4. 

However, Fechalos discloses a telephone in figure 2 with a plurality of function 
keys (push button switches) 1-8 with associated indicators LED 1 to LED 8 apart from a 
plurality of dialing keys 15. Fechalos teaches that instead of placing an indicator next to 
its associated key (switch), the indicator may also be placed beneath its associated 
translucent key (column 10, lines 36-49). 

In addition, Morgenthaler discloses a telephone in figure 1. Morgenthaler 
teaches: "Identification of appropriate keys is achieved using a light source which is 



Application/Control Number: 09/281 ,396 Page 1 1 

Art Unit: 2614 

mounted beneath each translucent key so that when the light source is illuminated, the 
key associated with that light source will be identified to the user." (Abstract). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify the Sakayori reference with the teachings of 
Fechalos and Morgenthaler, so that the multifunction telephone would have a plurality of 
dialing keys apart from the message retrieval key 4, and the message indicator 3 would 
have been located underneath its associated translucent (distinct visual impression 
compared to its adjoining keys) message retrieval key 4. The motivation for this 
modification was to enable a user to use the plurality of dialing keys to make an 
outgoing call, and was to identify the message key to a user as taught by Morgenthaler. 
And choosing different shapes between the message key 4 and the plurality of dialing 
keys would have been a matter of design choice (see MPEP 2144.04 section IV, 
paragraph B). 

3.14 Regarding claim 21 , choosing different shapes between different keys would 
have been a matter of design choice (see MPEP 2144.04 section IV, paragraph B). 

3.15 Regarding claims 22 and 23, Sakayori teaches that the message retrieval key 4 
is spaced with different distances from adjoining key 5 and function keys 6. 

3.16 Regarding claim 24, Sakayori teaches a PBX based voice messaging system 
(para. 0014 and 0015). 
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3.1 7 Regarding claim 27, as discussed in claim 1 , the message key of the modified 
Sakayori reference comprises a translucent material. 

3.18 Regarding claim 28, the modified Sakayori reference, the modified message 
retrieval key 4 inherently has a downward surface, such as its side surface, and the light 
from indicator 3 located underneath is passing though the downward surface. 

3.19 Regarding claim 29, the modified Sakayori reference, Fachalos teaches an 
indicator can be from any light source, including LED (column 10, lines 36-43). 

3.20 Regarding claim 30, Sakayori teaches lighting up the message lamp when a 
voice message is recorded (para. 0014). 

3.21 Regarding claim 31 , as discussed in claim 20, the message key comprises a 
translucent material. 

3.22 Regarding claim 32, the modified Sakayori reference, the modified message 
retrieval key 4 inherently has a downward surface, such as its side surface, and the light 
from lamp 3 underneath is passing though the downward surface. 
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3.23 Regarding claim 33, the modified Sakayori reference, Fachalos teaches an 
indicator can be from any light source, including LED (column 10, lines 36-43). 

3.24 Regarding claim 34, Sakayori teaches a plurality of function keys 6 in figure 1 . 



4. Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Sakayori 
et al. Japanese Patent No. 5-22428 in view of Fachalos US 4,351,986 and further in 
view of Morgenthaler US 6,310,609 and further in view of Christain et al. US 4, 363,936. 

The modified Sakayori reference, teaches playing a voice message to a user 
through the multifunction telephone 1, but fails to teach that the multifunction telephone 
1 has a speaker mounted in the housing. 

However, Christain discloses a multifunction telephone 16 in figure 2. Christain 
teaches a speaker for the multifunction telephone 16 in figure 3 (column 8, lines 57-64). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify the Sakayori reference with the teaching of 
Christain, so that the multifunction telephone 1 would have comprised a speaker 
mounted in the housing, because such a modification would have provided a hands free 
operation for a user without changing the message retrieval function of Sakayori. 
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5. Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over Sakayori 
et al. Japanese Patent No. 5-22428 in view of Fachalos US 4,351 ,986 and further in 
view of Morgenthaler US 6,310,609 and further in view of Burgess, US Patent 
6,031,465. 

The modified Sakayori reference, teaches mounting light source underneath a 
message retrieval key, but fails to teach that the retrieval key comprises a membrane 
switch. 

However, the Burgess reference discloses a keyless entry system for vehicles in 
that membrane switches with backlight are used (figures 1 ,3, 5 and column 6, lines 9-1 1 
and lines 24-27). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to further modify the Sakayori's reference with the 
teaching of Burgess so that the message button could be a membrane one, because 
using a membrane switch instead of a push button switch was a design choice since it 
would not have changed the functionality of the message retrieval key (see MPEP 
2144.06, Substitute Equivalents Known For Same Purpose). 

6. Claim 1 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Sakayori 
et al. Japanese Patent No. 5-22428 in view of Fachalos US 4,351 ,986 and further in 
view of Morgenthaler US 6,310,609 and further in view of Welch US 5,938,772. 

The modified Sakayori reference teaches a lighted message retrieval key, but 
fails to teach that massage key comprises a graphical icon. 
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However, Welch discloses a voice messaging system and teaches that when a 
voice message is received, a voice message waiting light 286 mounted under a 
translucent message button 280 is lighted, and when the message button 280 is 
pressed, the voice message is played back to a user (column 5, lines 44-49, column 12, 
lines 8-10, 20-25, 32-34). Welch further teaches that the message button 280 
comprises a graphical icon (figire 2). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to further modify the Sakayori's reference with the 
teaching of Welch so that the message retrieval key button would have comprised an 
graphical icon, because such a modification would have identified the key as a message 
key to a user. 

7. Claim 1 5 is rejected under 35 U.S.C. 1 03(a) as being unpatentable over Sakayori 
et al. Japanese Patent No. 5-22428 in view of Fachalos US 4,351,986 and further in 
view of Morgenthaler US 6,310,609 and further in view of Charlier US 5,153,590. 

The modified Sakayori reference, teaches mounting light source underneath a 
message retrieval key, but fails to teach using a LED and a light pipe to direct the light 
to the upper surface of the message key. 

However, the Charlier reference in figure 1 , discloses a keypad apparatus in that 
lights from LEDs are directed by a light pipe element 105 to the keys' elements 103 
(column 3, lines 47-49). 
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Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to further modify the Sakayori reference with the teaching 
of Chalier so that the light source assembly would have comprised a LED and a light 
pipe so that the light would have been directed to the upper surface of the message 
key, because such a modification would have enabled a user to mount a light source 
away from the message key in case a message key assembly did not include a light 
source and also did not have room to put one in (also see MPEP 2144.06, Substitute 
Equivalents Known For Same Purpose). 

8. Claims 16 and 17 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Sakayori et al. Japanese Patent No. 5-22428 in view of Fachalos US 4,351,986 
and further in view of Morgenthaler US 6,310,609 and further in view of Kavanaugh et 
al. US 6,223,233. 

The modified Sakayori reference, teaches mounting light source underneath a 
message retrieval key, but fails to teach that the message retrieval key comprises a 
touch screen and the light source comprises liquid crystal (LCD) elements (matrix). 

However, the Kavanaugh reference, a wallet for personal information device in 
figurel, comprises a LCD touch-panel 12 (column 2, lines 1-2) and states in column 4, 
lines 37-39: "The user selects any one of the displayed icons to implement the 
corresponding organizer feature". 
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Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to further modify the Sakayori reference with the teaching 
of Kavanaugh so that the message button could be an icon on a touch-panel and the 
light source was a LCD element, because such a modification would have enabled a 
user to identify the media type of a message on a LCD display, if the call message 
interface could generate different icons for different messages such as voice mail, e- 
mail or call-back to an extension telephone. 

9. Claims 19 and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Lauritsen et al. US 5,570,025 in view of Buhrmann US 6,405,032. 

Lauritsen discloses a cellular telephone, comprising a message indicator LED 46 
(message waiting light, or light source) located underneath a voice message key 18 
(Abstract; figures 1 and 2), and a plurality of dialing keys in oval shape, wherein the 
message key 18 is translucent, allowing light from LED 46 to pass through. Lauritsen 
further teaches pressing the message key generates a speed dialing sequence (column 
1, lines 54-64; column 3, lines 11-13, 22-26, 53-55, 64-67; column 4, lines 1-3, 9-11; 
column 5, lines 53-55). 

Lauritsen fails to teach that the message key 18 is spaced away from the dialing 
keys and is larger than the dialing key. 

However, Burhmann discloses a telephone set 10 for communicating with 
network 22 in figure 1 , comprising: 
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a rectangular VMS ACCESS key (first key) (figure 1 ; column 2, line 44), which 
when pressed by a user, causes transmission of a speed dial access (message retrieval 
signal) to voice messaging system 23 to cause voicemail messages to be provided to 
the user (column 2, lines 52-54, 63-67; column 3, lines 1-13); 

a plurality of dialing keys 14 spaced away from the VMS ACCESS key, and the 
VMS ACCESS key is larger than the dialing keys. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify the Lauritsen's reference with the teaching of 
Buhrmann, such that a message key with message indicator would have been larger 
than, shaped differently and spaced away from the dialing keys, because choosing 
different sizes and shapes of the different keys would have been a matter of design 
choice (see MPEP 2144.04 section IV, paragraph A), and whether the message key 
was integral with, or separable from the dialing key would also have been a matter of 
design choice (see MPEP 2144.04 section V, paragraphs B and C). 

10. Claims 25 and 26 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Sakayori et al. Japanese Patent No. 5-22428 in view of Fachalos US 4,351 ,986 
and further in view of Morgenthaler US 6,310,609 and further in view of Corwith US 
5,612,995. 
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10.1 Regarding claim 25, the modified Sakayori reference, teaches mounting the 
message waiting indicator 3 underneath the message retrieval key 4, but fails to teach 
that the indicator is powered by a telephone line. 

However, Corwith discloses a message waiting Iamp161 in figure 2. Corwith 
teaches that the lamp 161 is powered by a telephone line (column 1 , lines 38-49). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to further modify the Sakayori reference with the teaching 
of Corwith so that the message indicator 3 would have been powered by a telephone 
line, because such a modification would have clarified where the message indicator 3 
received its powere source. 

10.2 Regarding claim 26, Sakayori teaches a message indicator 3, which indicates a 
missed call forwarded to a voice messaging system (para. 0014). 

Response to Arguments 

1 1 Applicant's arguments, see Pre-brief Conference Request filed on 05/1 5/2006, 
with respect to claims 1-34 have been fully considered and are persuasive. The final 
rejection of claims 1-34 has been withdrawn. 

12. Applicant's arguments with respect to claims 1 -34 regarding a plurality of dialing 
keys have been considered but are moot in view of the new ground(s) of rejection. 
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1 3. Applicant's arguments regarding commercial success filed on 09/26/2005 and 
05/1 5/2006 have been fully considered but they are not persuasive. 

In Remark filed on 9/26/205, Applicant discloses several brands of telephones 
(including the claimed limitation of a lighted message key apart from a plurality of dialing 
keys) on the market, and argues that commercial success is a compelling objective 
evidence of the nonobviousness of the current invention. 

However, as presented by the Applicant in Remark, (see page 1 1 of 16, user 
comment from Mr. John Savage, President of Pacific Hospitality Group), the commercial 
success is not purely base on a lighted message key, but rather based on a "One- 
Touch Voicemail Retrieval Technology" in that a touch of a lighted message key 
activates voice message retrieval and activates a speaker so that a user can listen to a 
voice message without lifting a telephone handset. The One-Touch" feature was not 
discloses in the Specification nor in the original Claims by the Applicant. Therefore, the 
commercial success argument was invalid. 
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Conclusion 



14. Any inquiry concerning this communication or earlier communication from the 
examiner should be directed to Simon Sing whose telephone number is 571-272-7545. 
The examiner can normally be reached on Monday - Friday from 8:30 AM to 5:30 PM. 
If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Fan Tsang, can be reached at 571-272-7545. Any inquiry of a general 
nature or relating to the status of this application or proceeding should be directed to the 
receptionist whose telephone number is 571-272-2600. 




S. Sing 



09/29/2006 




